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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to cx)mmunication(s) filed on 13 March 2004 . 
2a)D This action is FINAL. 2b)H This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) U7 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [3 Claim(s) TV is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 17 March 2004 is/are: a)D accepted or b)K objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. _ t . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) H Notice of References Cited (PTO-892) 4) CD Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. / 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(syMail Date . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 
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DETAILED ACTION 
Information Disclosure Statement 

1 . The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1.98(b) requires a list of all patents, publications, or other information 
submitted for consideration by the Office, and MPEP § 609 A(l) states, "the list may not be 
incorporated into the specification but must be submitted in a separate paper. " Therefore, unless 
the references have been cited by the examiner on form PTO-892, they have not been 
considered. 

Drawings 

2. The amendments to the drawings of 7/16/04 and 8/20/04 do not comply with 37 CFR 
. 1.84. 

INFORMATION ON HOW TO EFFECT DRAWING CHANGES 
Replacement Drawing Sheets 

Drawing changes must be made by presenting replacement sheets which incorporate the desired 
changes and which comply with 37 CFR 1 .84. An explanation of the changes made must be 
presented either in the drawing amendments section, or remarks, section of the amendment 
paper. Each drawing sheet submitted after the filing date of an application must be labeled in the 
top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1 .121(d). A 
replacement sheet must include all of the figures appearing on the immediate prior version of the 
sheet, even if only one figure is being amended. The figure or figure number of the amended 
drawing(s) must not be labeled as "amended." If the changes to the drawing figure(s) are not 
accepted by the examiner, applicant will be notified of any required corrective action in the next 
Office action. No further drawing submission will be required, unless applicant is notified. 

Identifying indicia, if provided, should include the title of the invention, inventor's name, and 
application number, or docket number (if any) if an application number has not been assigned to 
the application. If this information is provided, it must be placed on the front of each sheet and 
within the top margin. 

Annotated Drawing Sheets 
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A marked-up copy of any amended drawing figure, including annotations indicating the changes 
made, may be submitted or required by the examiner. The annotated drawing sheet(s) must be 
clearly labeled as "Annotated Sheet" and must be presented in the amendment or remarks section 
that explains the change(s) to the drawings. 

Timing of Corrections 

Applicant is required to submit acceptable corrected drawings within the time period set in the 
Office action. See 37 CFR 1 .85(a). Failure to take corrective action within the set period will 
result in ABANDONMENT of the application. 

If corrected drawings are required in a Notice of Allowability (PTOL-37), the new drawings 
MUST be filed within the THREE MONTH shortened statutory period set for reply in the 
"Notice of Allowability." Extensions of time may NOT be obtained under the provisions of 37 
CFR 1. 136 for filing the corrected drawings after the mailing of a Notice of Allowability. 

3. The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) because they 

include the following reference character(s) not mentioned in the description: 20. Corrected 

drawing sheets in compliance with 37 CFR 1 .121(d), or amendment to the specification to add 

the reference character(s) in the description in compliance with 37 CFR 1.121(b) are required in 

reply to the Office action to avoid abandonment of the application. Any amended replacement 

drawing sheet should include all of the figures appearing on the immediate prior version of the 

sheet, even if only one figure is being amended. Each drawing sheet submitted after the filing 

date of an application must be labeled in the top margin as either "Replacement Sheet" or "New 

Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the 

applicant will be notified and informed of any required corrective action in the next Office 

action. The objection to the drawings will not be held in abeyance. 
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Specification 

4. The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: the end cap possessing at least two detent arms. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 1-7 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. It is unclear whether applicant is claiming the magazine and handgun since 
applicant first claims the adapter intended to be used with the handgun and magazine but then 
claims the adapter interacting with the handgun and magazine. Applicant claiming the main 
body possessing an "exterior conformation shaped to fill a gap, occurring when an extended 
length magazine is inserted into a standard length grip", renders the claims indefinite in that there 
is no "standard" and one of ordinary skill in the art would not be apprised of the scope of the 
claims to determine the requisite standard and thereby the exterior conformation of the main 
body. 

7. Claim 1 recites the limitations "the extended magazine" and "the cartridges". There is 
insufficient antecedent basis for this limitation in the claim in that the extended magazine has not 
been previously positively recited. 
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8. Claim 4 recites the limitations "the interior surface", "the hollow grip", and "the 
handgun". There is insufficient antecedent basis for this limitation in the claim in that the hollow 
grip and the handgun have not been previously positively recited. 

Claim Rejections - 35 USC § 102 & § 103 

9. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

10. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 1 . Claims 1 and 3-7 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Chesnut et al. (US Patent # 5,526,600). 
Chesnut et al. discloses a two piece magazine adapter comprising a first piece comprising a main 
body possessing an interior cavity configured to receive a portion of an elongated body of an 
extended magazine, the elongated body containing cartridges when loaded (see figure 5A), and 
an entire foot plate (Figure 4). The main body possessing an exterior conformation shaped to fill 
a gap between the footplate of the extended length magazine and the handgun grip bottom 
(Figure 8C). The second piece comprising an end cap (reference 94) configured to conjoin with 
the main body and possessing an exterior conformation establishing a substantially continuous 
external surface with the main body (Figure 8A). A portion of the interior cavity of the main 
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body is sized to prevent a minimum of relative motion between the main body and the extended 
magazine footplate (Figures 6A-6B). The adapter further including a peripheral flange (see the 
top portion of body 92) extending from the main body of the adapter and directed upward (the 
peripheral flange would extend upward into the interior surface of a hollow grip depending on 
the comparative size of the hole in the grip and the adapter, since it is unclear whether applicant 
is claiming a specific handgun and magazine). It is inherent that the adapter would include a 
surface color. Chesnut et al. discloses that the adapter can include various surface textures (i.e. 
tactile symbols). It is noted that the [a) statements of intended use or field of use, b) M adapted to" 
or "adapted for" clauses, c) "wherein" clauses, or d) "whereby"] clauses are essentially method 
limitations or statements of intended or desired use. Thus, these claims as well as other 
statements of intended use do not serve to patentably distinguish the claimed structure over that 
of the reference since the device of Chesnut et al. is capable of being used in the stated manner. 
See In re Pearson, 181 USPQ 641; In re Yanush, 177 USPQ 705; In re Finsterwalder, 168 USPQ 
530; In re Casey, 512 USPQ 235; In re Otto, 136 USPQ 458; Ex parte Masham, 2 USPQ 2nd 
1647. 

See MPEP § 21 14 which states: 

A claim containing a "recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from the prior art apparatus" if the 
prior art apparatus teaches all the structural limitations of the claim Ex parte Masham, 2 USPQ 2nd 1647 . 

Claims directed to apparatus must be distinguished from the prior art in terms of structure 
rather than functions. In re Danly, 120 USPQ 528, 53 1. 

Apparatus claims cover what a device is not what a device does. Hewlett-Packard Co. v. 
Bausch & Lomb Inc., 15 USPQ2d 1525, 1528. 

As set forth in MPEP § 21 15, a recitation in a claim to the material or article worked 
upon does not serve to limit an apparatus claim. 
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12. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chesnut et al. as 
applied to claim 1 above. Chesnut et al. discloses the claimed invention except for the main 
body having the two detent arms slidably engaged into and captured by the end cap instead of the 
reverse. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to reverse the parts and have the detent arms on the end cap, since it has been held that 
a mere reversal of the essential working parts of a device involves only routine skill in the art. In 
re Einstein, 8 USPQ 1 67. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Wollmann (US Patent # 6,557,287), Kaltenegger (US Patent # 4,343,107), Boland et 
al (US Patent # 5,584,136), Grams (US Patent # 5,666,752 & # 5,642,582), Beretta (US Patent # 
6,568,1 15), Freed (US Patent # D 487,791), Jenkins (US Patent # D 344,780), Sniezak et al. (US 
Patent # 5,438,783), Bross (US Patent # 4,592,160), Dieringer (US Patent # 4,765,0,81), (Baldus 
et al. (US Patent # 4,862,619), Hulsey et al. (US Patent # 5,651,204), and Langner (US Patent # 
5,557,872). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michelle (Shelley) Clement whose telephone number is 
571 .272.6884. The examiner can normally be reached on Monday thru Thursday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Carone can be reached on 571 .272.6873. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



